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tained in it. 
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Park & Titrorp Import Corporation v. Hunter Battimore Rye, 
Inc. anv J. S. Jupce & Co., INc. 


United States District Court, Southern District of New York 


November 17, 1933 


Trave-Marxs—“Hounter Battimore Rye”—INFrrincement—Svuits—TIv1e 
To Marx—Insunction DerenpDANT ON PREPONDERANCE OF 
INTEREST. 

Where plaintiff had purchased from the estate of the former owner 
the right to use the name “Hunter Baltimore Rye” as a trade-mark for 
whiskey, but such purchase was not legally consummated because of a 
misunderstanding between the parties, held that plaintiff in a subse- 
quent suit to enjoin the defendants from using the same name as a 
trade-mark should be denied a preliminary injunction, inasmuch as the 
denial of such injunction would not harm the plaintiff and might cause 
serious damage to the defendants. 


In equity. Action for alleged trade-mark infringement. In- 
junction denied. 


Jerome Eisner, of New York City, for plaintiff. 

Chadbourne, Stanchfield § Levy (J. Arthur Levy, George H. 
Eichelberger, of New York City, and Clarence W. Miles, of 
Baltimore, Md., of counsel) for defendant Hunter Baltimore 
Rye, Inc. 

Charlton Ogburn, of New York City, for defendant, J. S. Judge 
& Co., Inc. 


Parterson, D. J.: The suit is in equity to enjoin the defen- 
dants from using the name “Hunter Baltimore Rye.” The plain- 
tiff has moved for a preliminary injunction. 

The facts are not in serious dispute. Prior to national prohibi- 
tion the firm of William Lanahan & Son, of Baltimore, manufac- 
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tured and sold whiskey under the trade-mark “Hunter Baltimore 
Rye.” The product was famous and the trade-mark valuable. The 
manufacture and sale ceased with the coming of prohibition. The 
trade-mark and good-will of the business were owned by the estate 
of Catherine C. Lanahan. In the summer of 1983 it became evident 
that the constitutional amendment prohibiting the manufacture and 
sale of intoxicating liquor was likely to be repealed, and interest 
in this trade-mark was revived. The plaintiff took up with Safe 
Deposit & Trust Company of Baltimore, administrator of the 
Lanahan estate, the matter of purchasing the trade-mark. A pur- 
chase was arranged, subject to approval of the Orphans’ Court of 
Baltimore County, and the purchase price of $15,000 paid to the 
administrator. Thereafter, there were proceedings in the Orphans’ 
Court that have created confusion and doubt as to the rights of the 
parties. The administrator filed petition for leave to sell the trade- 
mark, and by an order of August 22, 1933, it was authorized to 
sell the trade-mark and good-will at private sale. It immediately 
filed an account showing a sale to the plaintiff for $15,000. At 
this point certain next of kin and legatees of the Lanahan estate 
intervened, and an order, also dated August 22, 1988, was made 
approving the sale unless cause to the contrary should be shown 
by September 5, 1988. The plaintiff then came before the court 
and procured an order on August 30, 1938, unconditionally approv- 
ing the sale and revoking the prior order of August 22, which gave 
time to the next of kin to contest the matter of approval. This 
order of August 80 was in turn revoked and vacated by the Orphans’ 
Court on August 31, and matters were thus restored to the condi- 
tion in which they had stood on August 22. Thereafter hearings 
were held on petitions to revoke the letters of administration and 
to disapprove the sale. These culminated in an order of Septem- 
ber 19, 1988, revoking the letters, and in an order of September 28, 
1988, disapproving the sale and setting it aside. From the latter 
order the plaintiff appealed to the Maryland Court of Appeals. 
The appeal is still pending and will probably not be decided for a 
month or more. 
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The defendant Hunter Baltimore Rye, Inc., is a corporation 
recently organized to engage in the whiskey business as soon as that 
business shall be lawful. It has made a contract with the new 
administrators of the Lanahan estate to buy the trade-mark. It 
has also made a contract to sell part of the capital stock to the 
other defendant, J. S. Judge & Co., which is now engaged in selling 
stock to the public. The plaintiff asks for an injunction to restrain 
the Hunter Baltimore Rye Company from using the name Hunter 
Baltimore Rye in any manner and to restrain the Judge Company 
from offering any of the stock for sale. 

I am of opinion that there should be no preliminary injunction 
at the present time. This is not the ordinary case of trade-mark 
infringement, where the plaintiff’s right to the mark is beyond 
dispute and the only point is that of infringement. Here the plain- 
tiff’s title is in serious doubt. The decision of the Maryland courts 
for the time being is that there was no valid sale to the plaintiff. 

The plaintiff relies on the rule that an injunction will issue to 
to protect property pending litigation over it. There can be no 
question of the court’s power to preserve the status quo until the 
title to the property in dispute is determined by proceedings in 
other courts. But in such cases, as in many others, the exercise 
of the power depends on the balance of convenience. In a doubt- 
ful case the damage to the plaintiff on refusal of immediate injunc- 
tion is to be measured against the injury done to defendants if they 
be restrained forthwith. Allison v. Corson, 88 Fed. 581; Colgate 
v. White, 169 Fed. 887; Wilmington R. Co. v. Taylor, 198 Fed. 159, 
197. I cannot see that the plaintiff will be seriously hurt by the 
denial of an injunction now. It is not using the trade-mark pres- 
ently and is not even making immediate plans to use it. [If it 
ultimately prevails in Maryland litigation, its title to the mark will 
be clear, and nothing that the defendants do in the interim to raise 
capital and prepare to manufacture will seriously harm the plain- 
tiff. On the other hand, the tying of the defendants’ hands at the 
present time might operate to their great prejudice. If the Mary- 
land suit goes against the plaintiff, the defendants will have been 
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prevented from getting the money needed for manufacture and sale 
in the future and the consequences to them may be most onerous. 
The application will be denied, without prejudice to a renewal 
in case the plaintiff is successful in its appeal before the Maryland 
Court of Appeals. 


GoLpMAN ET AL. v. R. K. O. Raprio Pictures, Inc. 
New York Supreme Court, New York County 
August $1, 1931 


Unram Competirion—Name or Dramatic Propucrion—“Tue Pustic 
DEFENDER.” 

Where plaintiffs in the year 1917 first made use of the name “The 
Public Defender” as a title for a motion picture drama, but later dis- 
continued its use, they could not claim a secondary meaning therefor. 
Therefore, the use of the same title by defendant thirteen years later 
for a motion picture play, held not to justify a preliminary injunction, 
particularly as defendant would be seriously injured thereby and no 
good purpose served in advance of trial. 

In equity. On application for preliminary injunction in a case 


of alleged unfair competition. Application denied. 


Lewis M. White, of New York City, for the motion. 
Cravath, de Gersdorff, Swaine §& Wood, of New York City, 
opposed. 


SurentaG, J.: The application for an injunction pendente lite 
is denied. 

1. The proprietary interest of the plaintiffs in the title “The 
Public Defender,” based upon their story of 1917, is not estab- 
lished with sufficient clearness in the moving papers. Their agree- 
ment with Ravel for the production of a silent motion picture under 
that title is not presented. The court should have the facts of 
the agreement, rather than the conclusions concerning it. If facts 
were presented substantiating plaintiffs’ version of their agreement 
with Ravel, I should hold that the production of the picture by 
Ravel or his corporation operated as a user of the title by the 
plaintiffs, sufficient to give them a proprietary interest therein. 
Dickey v. Mutual Film Corp. (Sup.), 160 N. Y. S. 609 [6 T.-M. 


GOLDMAN ET AL, V. R. K. O. RADIO PICTURES 


Rep. 428]; Fisher v. Star Co., 231 N. Y. 414, 182 N. E. 183, 19 
A. L. R. 987 [8 T.-M. Rep. 269]. 

2. There is some question as to whether the secondary meaning 
which may have attached to the plaintiffs’ title, “The Public De- 
fender,” thirteen years ago persists today, particularly in view of 
the fact that the story on which the picture was based was never 
published. Underhill v. Schenck, 288 N. Y. 7, 148 N. E. 773, 33 
A. L. R. 808 [12 T.-M. Rep. 209]. Publication of a story in a 
magazine (International Film Service Co. v. Associated Producers 
[D. C.], 278 F. 585), [11 T.-M. Rep. 288], or the production 
of a play once a week for seven weeks (Manners v. Triangle Film 
Corp. [C. C. A.], 247 F. 801), [8 T.-M. Rep. 180], can hardly 
be likened to a widespread exhibition for about two years of a 
motion picture with a striking title. Nevertheless, a lapse of thir- 
teen years in the use of a title, under the circumstances of this case, 
raises a question of fact as to whether the title still retains a 
secondary significance as a title suggestive of the plaintiffs’ par- 
ticular photoplay. This question of fact should be disposed of at 
the trial, rather than by immediate injunction. 

In using the title, “The Public Defender,” the defendant did 
not, as charged by plaintiffs, perpetrate a fraud upon the public. 
The title was used with accuracy for the plaintiffs’ photoplay, 
which centered around a legal officer, whose duty it was to look 
after the interests of poor defendants charged with crimes. A 
more accurate title for defendants’ picture would have been “The 
Public Avenger,” for it deals with the exploits of a modern knight 
errant who calls himself the “Reckoner,” and who seeks to rid 
society of, and to bring to justice, certain malefactors who have 
conspired to ruin the father of the girl he loves. While not a 
descriptive title, it may fairly be said to be a fanciful one to which 
no exception could be taken were it not for the claim asserted by 
plaintiffs. 


4. Plaintiffs have already substantially sustained the damage 
they claim, namely, that they are being prevented from selling their 
“speaking,” dramatic, or “talking” picture rights, under the title 
now used by the defendant. On the other hand, defendant would 
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be irreparably damaged if an immediate injunction were to issue. 
It has a large volume of contracts outstanding, and has expended 
a considerable sum for advertising. It is true that defendant knew 
a similar title had been used thirteen years ago, and failed to make 
an adequate investigation; but, in view of the long lapse of time, 
I cannot say, on this application, that defendant’s conduct was 
fraudulent. It is likewise true that, a short time before the picture 
was actually exhibited under the title now in contest, defendant 
was advised of plaintiffs’ claim thereto. At that time, however, a 
considerable expense had been incurred by the defendant. These 
circumstances, while of great significance, are not conclusive upon 
the right to a preliminary injunction. 


The defendant in accordance with the new rule has consented 
to serve its answer immediately and stipulated that the cause may 
be set down for the first available date for the trial. 

Motion for injunction pendente lite denied. Settle order which 
shall incorporate the defendant’s stipulation. If plaintiffs do not 
object, the order will provide that the cause be set down for trial 
on the calendar of Special Term, Part III, for the fifth day of 


October, 1981. 


Ditwortu v. Hake 
Texas Court of Civil Appeals 
September 21, 1933 
Rehearing denied November 9, 1933 


Trape-Marxs AND Trape-Names—Use or Simmar Business Titrte—“T. M. 
DiriwortH Asstract Company”—Prioriry or ApopPrTion. 

Appellee, Mrs. Anna L. Hake, as executrix of the estate of her 
father, T. M. Dilworth, had since his death on March 25, 1932, con- 
tinued the abstract business for over forty years carried on by him in 
the name “T. M. Dilworth Abstract Co.” The appellant, Tom G. Dil- 
worth, son of T. M. Dilworth, had for more than twenty years been 
conducting a competing abstract business under various trade-names, 
such as Dilworth Abstract Company, Dilworth Title Company and 
Dilworth Title Office; and after being declared bankrupt in April, 1931, 
the trustee sold all the accounts of said company and good-will to T. M. 
Dilworth, after which purchase appellee and her father continued to do 
business under the names T. M. Dilworth Abstract Company, McLennan 
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County Abstract Company and Waco Abstract Company. Held that, 
inasmuch as appellee and her predecessor were first to adopt the names 
in dispute and, moreover, no evidence of confusion had been shown, 
the decision of the lower court denying an injunction should be affirmed. 


In equity. Action for alleged unfair competition in the use of 


certain trade-names. From a judgment for defendant, plaintiff 
appeals. Affirmed. 


John B. McNamara and J. W. Spivey, both of Waco, Tex., for 
appellant. 


S. J. Smith and Nat Harris, both of Waco, Tex., for appellee. 


ALEXANDER, J.: This action was brought on August 3, 1982, by 
Tom G. Dilworth against Mrs. Anna L. Hake, individually and 
as independent executrix of the estate of T. M. Dilworth, deceased, 
for an injunction restraining said defendant from using ficti- 
tious names of T. M. Dilworth Abstract Company, McLennan 
County Abstract Company, and Waco Abstract Company in the 
land title and abstract business conducted by her in the city of 
Waco. It was alleged that the use of said names by the defendant 
in the business conducted by her was calculated to deceive and mis- 
lead the public and to cause the public to confuse the business so 
conducted by her with a similar business conducted by the plaintiff 
under similar names. The jury, in answer to a special issue, found 
that the use of said trade-names by the defendant in the business 
conducted by her was not calculated to mislead the public generally, 
nor to cause the public to confuse said business with that conducted 
by the plaintiff. Judgment was accordingly entered for the de- 
fendant. The plaintiff appealed. 

The appellant’s contention is that the verdict of the jury is 
contrary to the undisputed evidence, and that the court should have 
given an instructed verdict for the appellant. The evidence dis- 
closes that T. M. Dilworth, now deceased, was engaged in the 
abstract and land title business in the city of Waco from 1886 to 
the date of his death in March, 1982, under the trade-name of 
T. M. Dilworth Abstract Company; that Mrs. Hake, who is a 
daughter of T. M. Dilworth, is a practical abstracter and had been 
engaged in such business with her father for a number of years; 
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that the appellant, Tom G. Dilworth, who is a son of T. M. Dil- 
worth, deceased, has been engaged in the abstract and title business 
in the city of Waco for more than twenty years, conducting said 
business under various trade-names such as Dilworth Abstract 
Company, Dilworth Title Company, Dilworth Title Office, and Dil- 
worth Land Titles. Prior to April, 1931, the appellant, Tom G. 
Dilworth, was also the owner of all of the stock of McLennan 
County Abstract Company, a corporation, and the Waco Abstract 
Company, corporation, both of which corporations were engaged 
in the abstract business in the city of Waco and were operated by 
the appellant or by his employees. In April, 1931, the appellant, 
Tom G. Dilworth, was adjudged a voluntary bankrupt. He listed 
as a part of his assets all of the capital stock and physical proper- 
ties of the McLennan County Abstract Company and the Waco 
Abstract Company. In July, 1981, the secretary of state marked 
the charters of said corporations forfeited for non-payment of 
franchise tax. On March 14, 1982, the trustee in bankruptcy sold 
all of the assets of the McLennan County Abstract Company and 
the Waco Abstract Company, including the physical properties and 
good-will to T. M. Dilworth. After the purchase of the assets of 
said corporation, Mrs. Hake and her father continued to do business 
under the names of T. M. Dilworth Abstract Company, McLennan 
County Abstract Company, and the Waco Abstract Company until 
the death of the said T. M. Dilworth. T. M. Dilworth died March 
25, 1982, leaving a will in which his daughter, Mrs. Hake, was 
named as independent executrix. She duly qualified as such and is 
now conducting the business under the names of T. M. Dilworth 
Abstract Company, McLennan County Abstract Company, and 
Waco Abstract Company. On March 28, 1932, Tom G. Dilworth 
filed in the fictitious name records of McLennan County affidavits 
that he was doing business under the trade-names of McLennan 
County Abstract Company and Waco Abstract Company. He now 
claims exclusive right to transact business under the trade-names 
of McLennan County Abstract Company and Waco Abstract Com- 
pany, and asserts that, if Mrs. Hake, either individually or as such 
executrix, is permitted to use either of such names or the name of 
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T. M. Dilworth Abstract Company in the business so conducted 
by her, the public will be misled and caused to confuse the business 
so conducted by her with that carried on by appellant. 

We will first discuss appellant’s right to enjoin appellee from 
using the name “T. M. Dilworth Abstract Company.” There is 
some similarity between this name and that of Dilworth Abstract 
Company, the name under which appellant is doing business, and 
there was some evidence that, in a few instances, customers desiring 
to transact business with Dilworth Abstract Company had addressed 
their correspondence to T. M. Dilworth Abstract Company. How- 
ever, the name under which appellee is doing business is clearly 
distinguishable from that used by the appellant by the initials 
“T. M.” There is no evidence that the abstracts prepared by 
appellee were addressed in such manner as to make them appear 
to be the same as those prepared by appellant, nor that appellee 
otherwise fradulently attempted to mislead the public. It was a 
question of fact for the jury as to whether the use of such name by 
appellee in the manner shown by the evidence was calculated to 
mislead the public. 38 Cyc. 790. We do not think that the evidence 
is sufficient to establish as a matter of law that the public would 
be caused to confuse the business conducted by the appellant with 
that conducted by appellee. Moreover, it appears that T. M. Dil- 
worth used the trade-name “T. M. Dilworth Abstract Company” 
for more than forty years prior to his death. He was the first to 
use such name. The right to the use of a trade-name ordinarily 
belongs to the one first appropriating the name. 388 Cyc. 765. 
Since he first used the name “T. M. Dilworth Abstract Company,” 
he was entitled to continue in the use thereof, even though it was 
similar to the name “Dilworth Abstract Company” subsequently 
adopted by the appellant. Upon the death of T. M. Dilworth, the 
right to use such fictitious name passed to Mrs. Hake as his legal 
representative as a part of the assets of his estate. 38 Cyc. 876; 
26 R. C. L. 866, 867. The appellant therefore was not entitled to 
enjoin appellee from using such name. 

We will next consider whether, under the evidence, the appel- 
lant was entitled to the exclusive use of the names “McLennan 
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County Abstract Company” and “Waco Abstract Company.” These 
names are not similar to the name “Dilworth Abstract Company,” 
nor other fictitious names containing the word “Dilworth,” under 
which appellant has heretofore transacted business. If appellant 
is entitled to the exclusive use of such names, it is only because of 
prior adoption thereof by him. Prior to the time appellant was 
adjudged a bankrupt, he had never used either of such names in 
the business conducted by him as an individual. Such names had 
been used exclusively by the corporations of which he was the sole 
stockholder. The right to use such names belonged to the corpora- 
tions and not to the appellant. 388 Cyc. 725, 820. Upon appel- 
lant’s adjudication in bankruptcy, these rights passed to the trustee 
in bankruptcy along with the other assets of the corporation. 38 
Cyc. 875. Whatever right the appellant now has to use such names 
is only such right, if any, as was acquired by him after the corpora- 
tions, by the failure to pay franchise tax, forfeited their rights to 
transact business under such names. There is no evidence that the 
appellant has actually transacted any business under either of such 
names, nor that he has expended any funds in advertising his busi- 
ness under such trade-name. The only evidence of adoption, appro- 
priation, or use of such names by him is the fact that on March 28, 
1982, appellant filed in the fictitious name records affidavits, as 
provided in Penal Code, Art. 1067, that he was doing business 
under such names. There is evidence that both Mrs. Hake and her 
father, T. M. Dilworth, were using such names in the abstract 
business conducted by them prior to the filing of such affidavits 
by appellant, and that, after the death of T. M. Dilworth, Mrs. 
Hake continued to use such name. Priority in adoption and user of 
trade-names confers a superior right to the use thereof, and, since 
appellee first used the names theretofore used by the corporations, 


she acquired a prior right to the use thereof, and the appellant 
could not, by the mere filing of such affidavit, defeat appellee’s 
right to continue to use such names. 38 Cyc. 765; Russ v. Duff 
(Tex. Civ. App.) 49 S. W. (2d) 905. The court therefore did not 
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err in refusing to give an instructed verdict in favor of the appellant 
on this phase of the case. 


The judgment of the trial court is affirmed. 


Georce W. Sreinreicu v. THe Coca-CoLta Company 
United States Court of Customs and Patent Appeals 
December 4, 1933 


Trapve-Marxs—Opposirion—“Vera-Cora” anv “Coca-Cora” on 
Drainks—ConFuictinG Marks. 

The word “Vera-Cola,” held to be confusingly similar to the trade- 
mark “Coca-Cola,” both marks being used on non-alcoholic beverages 
sold as soft drinks. 

Trape-Marxs—Opposirion—“Vera-Cora” ann “Coca-Cora”—InTENT IN 
ApopTinG SImmar NAME. 

Where appellee had been first to adopt the word “Coca-Cola” as a 
trade-mark for beverage syrup and soft drinks and had, at great 
expense, widely advertised its goods under the mark for forty years, the 
adoption by the appellant of the words “Vera-Cola” as a trade-mark 
for a similar beverage was evidently done in the hope and expectation 
that he would profit by the similarity of his mark to the word “Coca- 
Cola,” particularly as customers are often careless in calling for such 
drinks and might, moreover call for both beverages as “Coke.” 


Sorr 


On appeal from the decision of the Commissioner of Patents in 


an opposition proceeding. Affirmed. For the Commissioner’s deci- 
sion, see 22 T.-M. Rep. 70. 


Herbert J. Jacobi and William J. Jacobi, both of Washington, 
D. C., for appellant. 

Thomas L. Mead, Jr., of Washington, D. C., and Frank Trout- 
man and Harold Hirsch, both of Atlanta, Ga., for appellee. 


Lenroot, J.: This is an appeal from a decision of the Com- 
missioner of Patents, affirming a decision of the Examiner of Inter- 
ferences, sustaining a notice of opposition of appellee and holding 
that appellant, whose application was filed on July 15, 1929, was 
not entitled to the registration of the mark ‘“Vera-Coca” for use 
upon a non-cereal, non-alcoholic, maltless beverage, sold as a soft 


drink. 
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In its notice of opposition appellee alleged prior adoption and 
use, through its predecessor, continuously since about 1886, of the 
mark “Coca-Cola” upon a non-alcoholic beverage and syrup for 
making it, and claimed ownership of said mark and registration of 
the same in the United States Patent Office. It further alleged 
that the mark of appellant was applied to goods of the same descrip- 
tive properties as the mark of appellee, that the marks are con- 
fusingly similar, and that the registration of appellant’s mark 
would be injurious to appellee. 

The answer of appellant to said notice of opposition denied that 
there was confusing similarity in the marks of the parties. 

Both parties took testimony. Both tribunals of the Patent 
Office found that the marks involved were confusingly similar, and 
sustained the opposition of appellee. 

The Commissioner of Patents held that the goods to which the 
respective marks are applied are substantially identical in class 
and descriptive properties, and that appellee had used its mark for 
forty years before appellant entered the field, had expended large 
sums in advertising its goods under its mark, and had sold such 
goods in very great quantities throughout the United States. In 
view of these facts, which are undisputed in the record, the Com- 
missioner further held that the question to be determined was con- 
fined to a comparison of the marks. Upon this question the Com- 
missioner said: 


Both marks include the word “Coca”; the applicant places the notation 
“Vera” before the word and the opposer places the word “Cola” after 
the common word, and both parties separate their words by a hyphen. 
It is at least reasonable to suppose that customers in ordering goods of 
this kind might abbreviate the entire name or notation and if this were 
done the goods of the opposer and those of the applicant might well be 
called for by the word “Coca.” At any rate the goods are of the character 
to be ordered carelessly without much thought or consideration and it is 
deemed at least probable there would be some confusion of goods as well 
as of origin. Those familiar with the opposer’s trade-mark and goods 
might be led to think, even if the difference in the trade-marks were noted, 
that the applicant’s goods had their origin with the opposer; and that the 
latter was putting out a new kind of beverage. It is considered the 
applicant has approached too nearly opposer’s trade-mark and should 
have, from the practically unlimited field before him, selected a mark as 
to which there could be no question of confusion. 
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The decision of the Examiner of Trade-Mark Interferences sustaining 
the opposition and adjudging the applicant not entitled to the registration 
for which he has applied is affirmed. 

We are in entire agreement with the foregoing conclusion of the 
Commissioner. Appellant challenges the statement of the Commis- 
sioner that the goods upon which the marks are applied are of the 
character to be ordered carelessly, without much thought or con- 
sideration. 

The goods to which the marks of both parties are applied 
include syrups which are sold to proprietors of soda fountains and 
like dispensaries, and the drink of which such syrup is an ingre- 
dient is sold to the public. While it is no doubt true that dealers 
would not carelessly order the goods, the purchaser of such drinks 
at the soda fountain would not be apt to exercise care and preci- 
sion in giving his order. As was said by the Circuit Court of 
Appeals, Sixth Circuit, in the case of Federal Trade Commission v. 
Good-Grape Co., 45 F. (2d) 70 [21 T.-M. Rep. 79], with respect 
to a soft drink of a different character: 


The average purchaser makes for himself only a casual if any 
examination of the real character of this five-cent drink. 

We are also in agreement with the Commissioner that customers, 
in ordering goods of the kind here involved, might abbreviate the 
entire name or notation, and that if this were done the goods of 
appellant and appellee might well be called for by the word 
“Coca.” Testimony introduced by appellant is to the effect that 
customers at soda fountains often order appellee’s product “Coca- 
Cola” by ordering a “small coke’’ or a “large coke.” 

The testimony with respect to the adoption of the mark ‘“Vera- 
Coca” by appellant supports our conclusion that the Commissioner 
committed no error in sustaining the opposition of appellee. 

According to the testimony of appellant, he did not originate the 
name ““Vera-Coca,” but commenced to use it through one Harry J. 
Tober. His testimony upon this point is as follows: 


Q. Mr. Steinreich, did you originate the name Vera-Coca? A. Not 
me. 
Q. Who did? A. I don’t know. 


Q. How did you happen to commence the use of the name? A. Through 
this fellow Tober. 
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Q. Would you mind explaining how that came about? A. To be in a 
position where you want to tell something that is worth while—he just 
came into my office and used the telephone, and a little bottle dropped out 
of a package. I said: “What have you got there?” “I’ve got something 
that’s worth while.” Then he told me what it was. He showed me a little 
book with the name Vera-Coca, and thinking it might be worth while I 
says: “QO. K., it’s a go with me.” Now, here’s where the trouble started. 
He told me the name Vera-Coca was registered in Washington and I found 
out differently. 


Appellant now claims that in April, 1929, after the visit of the 
said Tober, he, appellant, appropriated the mark ‘““Vera-Coca” with 
the consent of said Tober and, thereupon, under the name of the 
Vera-Coca Company, proceeded to sell goods of the kind here in- 
volved, applying thereto the mark ‘“‘Vera-Coca.” 

The booklet to which appellant apparently referred in his 
testimony above quoted was offered in evidence, and it appears in 
the record. The first page following the title page contains the 
following: 


The Price of a Name 


THE HISTORY OF The purpose of this book is to convince you 
that Coca-Cola and Vera-Coca are made from 
VERA-COCA anp one and the same formula. 

With the sworn testimony of Judge John S. 
COCA-COLA Candler—printed on the next page—it cannot 

fail in its purpose. 
In these pages you will learn that truth is 

By the woman who first stronger than fiction. 

Get these facts: Judge Candler, attorney 


owned Coca-Cola for the Coca-Cola Company, and a former 
Associate Justice of the Supreme Court of 
Mrs. Diva Brown Georgia, on his oath in the United States Court 


at Chattanooga—declares that there is no 
change today from Dr. Pemberton’s original 
Proprietor of the formula in making Coca-Cola. And Mrs. Diva 
Brown offers incontrovertible evidence of the 
possession of Dr. Pemberton’s original Coca- 
VERA-COCA CO. Cola formula from which she today manufac- 
tures Vera-Coca. 
314 East Bay Street, The difference in the price you pay for 
Coca-Cola and the price you pay for Vera- 
Savannah, Ga. Coca is the Price of a Name. 


As hereinbefore stated, appellant claims now that he appro- 
priated the mark “Vera-Coca” in April, 1929. He lays no claim 


to deriving title to the mark through Tober or through the author 
of the booklet above referred to. 
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Assuming, without deciding, that any prior use of the mark 
“Vera-Coca” had been abandoned, and that appellant independently 
appropriated the same in April, 1929, it is too clear for argument 
that he did so in the hope and expectation that he would profit by 
the similarity of the marks “Vera-Coca” and “Coca-Cola,” for he 
was aware of the extent to which the original users of the mark 
“Vera-Coca” had associated the marks ‘“Vera-Coca” and “Coca- 
Cola” and the products to which they were applied, in offering 
their product to the public. 

In the case of Coca-Cola Co. v. Old Dominion Beverage Corpora- 
tion, 271 Fed. 600 [11 T.-M. Rep. 128], before the Circuit Court 
of Appeals, Fourth Circuit, there was involved, among other things, 
the question of the confusing similarity between the trade-mark 
“Coca-Cola” and the mark “Taka-Kola,” both marks being applied 
to beverages. The court in its opinion said: 


By using the words “Taka-Kola,” and by imitating the ornamentation 
of the crowns of plaintiff's bottles, defendant has unfairly competed and 
is still doing so; but has it not also infringed upon plaintiff’s exclusive 
right to the use of its federally registered trade-mark? A _ trade-mark 
is property of a limited and qualified kind, it is true. It cannot exist 
apart from the business with which it is connected, nor in jurisdictions 
into which that business has not gone, leaving on one side the possible 
effect of state or federal registration. But it is property still within the 
somewhat restricted limits thus imposed upon its owner’s rights. It would 
seem to follow, as we think it does, that it is entitled to protection against 
the attempt of a competitor to use it to push his wares to the possible 
and probable damage of the owner. Plaintiff’s rights are limited at the 
most to two words. All the rest of infinity is open to defendant. It will 
be safe if it puts behind it the temptation to use in any fashion that which 
belongs to the plaintiff. It has not done so voluntarily, and compulsion 
must be applied. 


We think that the mark “Vera-Coca” is equally susceptible of 


the observations above quoted with respect to the mark ‘““Taka- 
Kola.” 


Had appellant wished clearly to indicate the origin of his goods, 
there were many thousands of words which he might have selected 
as a trade-mark for his product, or he could have coined a word or 
words, none of which could be open to the claim of similarity to 
appellee’s mark. He did not see fit to do so, and in view of the 
facts above recited, the conclusion is irresistible that he hoped 
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and expected, by using the mark “Vera-Coca,” that he would profit 
by the similarity of his mark to the mark “Coca-Cola.” 

This motive being clear from the record before us, we have 
little patience with any claim now made by appellant that con- 
fusion in the use of the two marks would not result. Lever Brothers 
Co. v. Riodela Chemical Co., 17 C. C. P. A. (Patents) 1272, 41 F. 
(2d) 408 [20 T.-M. Rep. 311]; The Procter §& Gamble Co. v. 
J. L. Prescott Co., 18 C. C. P. A. (Patents) 1433, 49 F. (2d) 959 
[21 T.-M. Rep. 314]; The Celoter Co. v. Bronston Bros. & Co. 
(Inc.), 18 C. C. P. A. (Patents) 1490, 49 F. (2d) 1048 (20-547). 

Appellant relies largely upon the case of Coca-Cola v. Carlisle 
Bottling Works, 48 F. (2d) 101 [17 T.-M. Rep. 469], decided by 
the District Court for the Eastern District of Kentucky, affirmed 
by the Circuit Court of Appeals, Sixth Circuit, 48 F. (2d) 119, 
wherein it was held that the mark “Roxa Kola” did not infringe 
upon appellee’s mark “Coca-Cola.” 

We have examined the opinions in that case and do not find it 
necessary to express either approval or disapproval of the conclu- 
sion there reached. It is sufficient to say that under the facts in 
the case at bar, which differ in material respects from the facts 
in the case last cited, we are satisfied that there was no error in 
sustaining the opposition of appellee and denying appellant’s 
application for registration. 

Appellee contends that, even though it should be held that the 
marks of the respective parties are not confusingly similar, the 
record shows that at the time appellant applied for registration he 
was not the owner of the mark “Vera-Coca.” We find it unneces- 
sary to consider this question in view of the conclusion we have 
reached as to the similarity of the marks of the parties. 
The decision of the Commissioner of Patents is affirmed. 





Garrett, J., specially concurring: I am in agreement with the 
majority holding that registration of appellant’s mark must be 
denied because of the near resemblance of the marks. When applied 
to identical goods, or goods of the same descriptive properties, I 


think undoubtedly appellant’s mark would “be likely to cause con- 
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fusion or mistake in the mind of the public or to deceive pur- 
chasers,” and so, I regard it as falling within the inhibition pro- 
claimed in section 5 of the act commonly referred to as the Trade- 
Mark Registration Act of February 20, 1905. It is not, in my 
opinion, necessary to consider the inferred motive of appellant- 
applicant in deciding the case, and for the reasons stated in my 
specially concurring opinion in the case of Lever Brothers Co. v. 
Riodela Chemical Co., 17 C. C. P. A. (Patents) 1272, 41 F. (2d) 
408 [20 T.-M. Rep. 311], I am unwilling so to do in the instant 
case. That matter was not considered by the tribunals of the 
Patent Office and hence is not referred to in appellant’s reasons 
for appeal. 


Purex Corporation, Lrp. v. Unirep DruGe Company 
United States Court of Customs and Patent Appeals 
Opposition No. 10,931 
December 30, 1933 


Trape-Marks—Opposirion—“Purex” AND “PuretTestT’—NON-CONFLICTING 
Marks. 

The word “Purex,” used as a trade-mark for a bleach and water 
softener, held not to conflict with certain other trade-marks used on 
medicinal and pharmaceutical preparations consisting principally of the 
word “Puretest,” together with other marks containing the syllable 
“Rex,” especially as no evidence of confusion was shown and, moreover, 
the respective goods were dissimilar in use and in manner of sale. 


On appeal from a decision of the Commissioner of Patents re- 
fusing registration. Reversed. For the Commissioner’s decision see 
22 T.-M. Rep. 80. 


Charles R. Allen, of Washington, D. C., for appellant. 
Thomas L. Mead, Jr. and Edward §. Rogers, both of Washing- 
ton, D. C., for appellee. 


GrauaM, P, J.: The appellant, Purex Corporation, Ltd., filed 
a petition in the United States Patent Office on May 81, 1980, for 
the registration of a trade-mark, “Purex,” used by it in connection 
with the sale of bleach and water softener. The appellee, United 
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Drug Company, filed notice of opposition, relying upon certain 
trade-marks used by it in connection with its business, and specified 
the following registered trade-marks: 

“Puretest,” registered February 1, 1921, for medicines and phar- 
maceutical preparations; ““Puretest,” registered December 17, 1929, 
for the same; “Rex,” registered November 27, 1900, for dyspepsia 
cure; “Rexall,” registered June 30, 1914, for medicines and toilet 
and pharmaceutical preparations; “Rexall,” registered August 26, 
1913, for shampoo-paste, hair tonic, depilatory, and a parasiticide ; 
“Rexall,” registered February 16, 1915, for perfume, toilet water, 
sachet-powders, and smelling salts; ‘“Rex-Salvine,”’ registered 
August 20, 1929, for ointment for cuts and burns; “Rexillana,” 
registered May 17, 1927, for cough syrup, and “Agarex,” regis- 
tered June 19, 1928, for emulsion of mineral oil. 

The facts in the case are shown by stipulated testimony, which 
shows that the appellant’s predecessor first used the name “Purex”’ 
on or about October 10, 1928. The stipulation recites that ‘said 
trade-mark was coined by R. A. Precourt, the originator of appli- 
cant’s products, namely, a bleach and water softener, who was also 
one of the partners in applicant’s predecessor company and was 
not the result of a suggestion offered by any other person. It is 
strictly a coined word, and was not adopted with any other known 
or registered trade-mark in mind.” 

The stipulation on the part of appellant also shows that the 
appellant has continuously used said mark on its bleach and water 
softener since that time, and has built up a large and valuable busi- 
ness in its product; that it has spent considerable sums for adver- 
tising; that the opposer has no proof of actual confusion between 
the products of the appellant and those of the appellee, occasioned 
by the use of said mark; that appellant’s products are, and have 
been, sold only to wholesale and retail grocers, and not to the 
consumer; that they are sold in groceries only. 

On the part of appellee, there is stipulated testimony to the 
effect that a very large business, approximating $28,000,000 a year, 
has been built up upon its products, which consist of a large number 
of pharmaceuticals and medicinals, and which include ammonia, 
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borax, and oxalic acid; that “the opposer will offer no evidence in 
this case to show that any trade-mark mentioned in the notice of 
opposition or in the record has been used on goods commercially 
known as a bleach and water softener”; that all of appellee’s 
products are sold in its own drug stores only; that it sells as one 
of its products a cleanser called “Elkay’s Klens-All (formerly 
Rexall Universal Cleanser)”; that the original Rexall line of goods 
was established in 1908; that the opposer produces a straw-hat 
cleaner which it sells, but which is not distributed under any of its 
aforesaid trade-names. 

The Examiner of Interferences was of opinion that there was 
no likelihood of confusion and dismissed the notice of opposition. 
On appeal, the Commissioner had a different view, sustained the 
opposition, and denied registration. ‘The Commissioner came to 
this conclusion because of his belief that there would probably be 
confusion as to origin, and that his doubts about that matter should 
be resolved against the newcomer in the field. 

The question is, does the mark of the applicant-appellant so 
nearly resemble the marks of the opposer-appellee as to be likely 
to cause confusion or mistake in the mind of the public, or to 
deceive purchasers? 

Discussing the question of confusion, we have said in California 
Packing Corp. v. Tillman §& Bendel, Inc., 17 C. C. P. A. (Patents) 
1048, 40 F. (2d) 108 [20 T.-M. Rep. 288]: 

.... This distinguishing difference or indistinguishable similarity may 
rest not only in the “essential characteristics” of the goods themselves with 
reference to their form, composition, texture, and quality, but may rest 
in the use to which they are put, the manner in which they are advertised, 
displayed, and sold, and probably other considerations. The question as to 


whether confusion and failure to distinguish will result may also depend 
largely upon the class of purchasers or persons concerned. 


See, also, Goodrich Co. v. Hockmeyer et al., 17 C. C. P. A. 
(Patents) 1068, 1075, 40 F. (2d) 99 [20 T.-M. Rep. 205], and 
Buckeye Soda Co. v. Oakite Prod., 19 C. C. P. A. (Patents) 1084, 56 
F, (2d) 462 [22 T.-M. Rep. 205]. In determining questions of 
this kind, the court will consider the cost, use, appearance, struc- 
ture, and competitiveness of the articles involved in the application 
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and opposition. Williams Oil-O-Matic H. Corp. v. Westinghouse, 
etc., 20 C. C. P. A. (Patents) 775, 62 F. (2d) 878 [23 T.-M. 
Rep. 29.] 

Two material facts are evident upon the face of this record: 
First, it appears that the appellant’s predecessor acted in entire 
good faith in the adoption of its name “Purex”; that it coined an 
arbitrary word; and that, in so doing, it had no intent to obtain 
any advantage from the use of the trade-names of appellee. Second, 
although the goods have been extensively sold in the same territory, 
under their respective trade-names, for eight years, the opposer 
has no proof of actual confusion. In addition, the product of 
appellant is sold in grocery stores, those of appellee in its own drug 
stores. Appellant’s sole product is a bleach and water softener, 
while appellee has never sold any such commercial product. The 
respective products appeal to different customers. There is no 
showing that the goods are packed in a confusingly similar way. 

Appellee insists that appellant has taken essential and domi- 
nant parts of its trade-names and has produced therefrom a trade- 
name which is confusingly similar; that it has taken the syllable 
“Pur” from “Puretest,’ and “Rex” from “Rexall” or “Rex,” and 
has thus produced a word which might be mistaken for appellee’s 
several trade-names. In view of the facts shown by this record, 
we cannot concur in this conclusion. The word “Purex,” in itself, 
has neither the appearance nor the sound of “Rex,” “Puretest,” or 
“Rexall.” Considering these facts in connection wtih the differ- 
ence in character and uses of the respective goods, in our opinion, 
the marks are not confusingly similar. 

We may not dissect the marks, but must taken them as they are. 
Apex Elec. Mfg. Co. v. Landers et al., 17 C. C. P. A. (Patents) 
1184, 41 F. (2d) 99 [20 T.-M. Rep. 321]; Vick Chem. Co. v. 
Cordry, 19 C. C. P. A. (Patents) 828, 54 F. (2d) 428 [22 T.-M. 
Rep. 26]. 

Certainly, even if it be conceded that the mark “Puretest” is 
subject to registration and is not descriptive, which question is 
not presented here, it cannot successfuly be contended that its 
registration will prevent others from adopting and using some 
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syllable thereof, such as “Pure,” or its phonetical equivalent “Pur,” 
so long as such syllable is not, in itself, confusingly similar to the 
opposer’s mark. 

The decision of the Commissioner of Patents is reversed, the 
opposition will be dismissed and registration granted. 


Jupees BLanp and HatFie.p dissent. 


DEcIsIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Kinnan, F, A. C.: Held that applicant is not entitled to regis- 
ter, as a trade-mark for liquid preparation to be used externally 
in the treatment of sore muscles, rheumatic pains, etc., the notation 
“Robene,” in view of the prior adoption and use by opposer of the 
marks “Absorbine” and “Absorbine Jr.” upon liniments. 

In his decision, the First Assistant Commissioner stated that a 
stipulation had been entered into to the effect that opposer had 


been selling its products under its marks for many years and had 
spent large sums in advertising and that the applicant had spent a 
considerable sum in advertising and sold some 85,000 bottles of its 
products, and then said: 


The goods are substantially identical in kind and reach the same class 
of customers through substantially the same class of dealers, merchants, 
or distributors. There is no dispute as to the goods possessing the same 
descriptive properties nor as to the opposer being very long prior in the 
field and having established a wide reputation for its goods. Under these 
conditions, there remains to be considered merely the similarity of the 
marks, 


With reference to the marks, he said: 


The marks possess certain similarities in their terminology, and they 
possess specific differences. If a customer had both marks upon the goods 
of the respective parties presented simultaneously to him, it is reasonably 
probable he would not be misled; but in purchasing goods of this char- 
acter a purchaser seldom sees both marks at the same time, frequently 
acts upon memory, and it would seem there is a possibility of confusion. 
The applicant’s mark is made up of the letters “Robene” while the 
opposer’s mark has the terminology of “orbine,” the “o” and the “r” being 
merely reversed and the terminal “bine” being substantially identical in 
sound and significance with the applicant’s suffix “bene.” While it is 
of course the rule to consider the marks in their entirety, yet there still 
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remains a similarity although there are admittedly differences between the 
marks. It would seem the applicant should not have approached so nearly 
the widely advertised, extensively used, and well-known marks of the 
opposer.* 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter the term “Mar-Vay” as a trade-mark for knitted underwear 
for men, women and children, in view of the prior adoption and 
use by opposer of the term “Marvelray” as a trade-mark for various 
kinds of wearing apparel including underwear and particularly 
knitted underwear for men, women and children. 

The ground of the decision is that the goods are identical in 
kind and the marks as applied thereto confusingly similar. 

In his decision the First Assistant Commissioner, after noting 
that there is argument as to the different significance of the marks, 
said: 


. yet it is deemed these matters are not persuasive that confusion 
would be absent if both marks appear in the same market upon the same 
kind of goods. There is considerable similarity in sound as well as in 
spelling between the marks. The first syllable and the last two letters of 
both marks are identical. 


And then after noting that both parties had referred to various 
decisions none of which seemed to be entirely determinative of 
the issue, said: 

It is deemed, however, that the cases cited by the Examiner of Inter- 
ferences and by the opposer fairly support the conclusion that the applicant 
has approached too nearly the opposer’s mark. It is considered that con- 
fusion in trade is reasonably probable. The applicant, the late comer, 


could readily and should have adopted a mark less similar to that used 
by the opposer.’ 


Goods of Same Descriptive Properties 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, as a trade-mark for flake soap for general household and 
laundry use, the notation ““Easy-Z” appearing upon a red _ back- 
ground, in view of the prior adoption and use by opposer of the 
term “Easy” on washing machines. 


2'W. F. Young, Inc. v. E. I. Runner Co., Inc., Opp. No. 12,152, M. S. 142, 
November 23, 1933. 

* Julius Kayser Co. v. Real Silk Hosiery Mills, Inc., Opp. No. 12,216, 
159 M. D. 1389, November 14, 1933. 
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In the decision, the First Assistant Commissioner noted that the 
evidence on behalf of the opposer shows that it has been selling its 
goods under its mark for a number of years and has widely adver- 
tised its goods and, therefore, any doubt as to confusion should be 
resolved against the newcomer and further noted that the mark of 
the applicant includes the opposer’s entire mark and adds to it the 
additional letter “Z’’ and the colored background, and said: 


The view is pressed on behalf of the opposer that since flake soap is 
quite generally used in connection with the washing of clothes in washing 
machines, parties familiar with opposer’s machines would, on seeing the 
applicant’s soap package and his trade-mark thereon, be led to conclude 
the soap had its origin with the opposer. In support of this point the 
opposer has submitted exhibit I, which is a carton showing that the Hurley 
Machine Company has placed upon the market a soap powder which is 
stated to be “especially for washing machines,” presumably those made by 
the Hurley Machine Company. Under these conditions it is contended by 
opposer that if the soap were inferior, users of opposer’s machines might 
conclude the latter were unsatisfactory in suitably cleaning the clothes, 
and this would be to the damage of opposer. 


He then said: 


While the physical difference between the goods is fully recognized, 
yet it is believed the contentions of the opposer are not without merit. 
The following decisions are deemed to be persuasive that the opposition 
should be sustained: Aunt Jemima Mills Co. v. Rigney & Co., 247 F. 407, 
C. C. A. 2d Cir. [8 T.-M. Rep. 163]; Kotex Company v. McArthur, 404 
O. G. 4,18 C. C. P. A. (Patents) 787 [21 T.-M. Rep. 47]; Cluett, Peabody 
& Co., Inc. v. Samuel Hartogensis (Arrow Emblem Co., Inc., sub.), 396 
O. G. 707, 17 C. C. P. A. (Patents) 1166, [20 T.-M. Rep. 452]. 


He then stated that in each of the cases cited the goods involved 
possessed as distinctly different physical properties, each from the 
other, as the respective goods in the case involved, and said: 


It would seem in view of the findings in these cases and it is held that 
the applicant should not be permitted to register as a trade-mark the 
entire mark of the opposer with some additional features thereto for a 
soap of the character that would be frequently used in washing machines. 


He further held that the applicant is not entitled to registration 
in view of the registration of the term “‘Ez-Ze’ No. 222,641, for 
soap adapted for washing hands, and then said: 


It appears that upon argument of counsel for applicant this registra- 
tion was withdrawn as an anticipating reference. It is believed this was 
error on the part of the Examiner. It is deemed clear that this regis- 
trant’s mark, which would usually be pronounced in identically the same 
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manner as the applicant’s mark, used upon soap adapted for washing 
hands, is confusingly similar to the applicant’s mark upon soap for general 
household use. While soap especially adapted for washing hands may 
not be adapted for use in a laundry-washing machine and may, therefore, 
constitute goods of different descriptive properties therefrom, yet since 
applicant’s soap is for general household use it is presumed to be adapted 
for washing hands and confusion in trade would seem very probable. 

It is directed, therefore, that registration be denied the applicant in 
view of this prior registration to the Ez-Ze Mfg. Co. 


And with reference to this new ground of refusal, said: 


In view of the new ground raised here for denying registration to the 
applicant, he may within thirty (30) days from the date hereon request 
reconsideration of this matter and submit such reasons or arguments 
as he desires in support of his view that he is entitled to registration over 
that upon which his registration is denied.* 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, as a trade-mark for water coolers and coolers used in connec- 
tion with the sale of bottled drinking water, the notation ‘“Hydro- 
matic,” in view of the prior adoption and use by opposer of the 
mark “Ice-O-Matic” upon refrigerating units. 

He stated that, while the applicant’s mark is used upon goods 
different in structure and design and generally in price from those 
on which the opposer uses its mark “Ice-O-Matic,” they are both 
used for the same purpose, namely, the cooling of the water, and 
then said: 


Since the opposer is admittedly the first in the field, the question here 
presented is restricted to that of the similarity of the marks. Both marks 
possess the same terminology, “Omatic,” and the prefix “Hydro” in appli- 
cant’s mark suggests water, while the prefix “Ice” of opposer’s mark sug- 
gests water in a frozen condition. There is in consequence a similarity of 
significance in the dissimilar portions of the two marks while there is an 
identical significance in the terminal portions of the two marks. Used as 
the marks are upon the same kind of goods, it is thought there is a proba- 
bility of confusion.‘ 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, as a trade-mark for refrigerators, refrigerating apparatus and 
ice boxes including electric refrigerators and refrigerator parts, 
the term “Mohawk,” in view of the prior adoption and use by 


* Syracuse Washing Machine Corp. v. Samuel Miller, Jr., Opp. No. 
12,369, 159 M. D. 148, November 23, 1933. 

* Williams Oil-O-Matic Heating Corporation v. California Consolidated 
Water Company, Opp. No. 11,832, 159 M. D. 140, November 23, 1933. 
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opposer of the term “Mohawk” as a trade-mark for electrical 
apparatus such as transformers, electrifiers, relays, thermostatic 
controls, etc. 


The ground of the decision is that the goods which the opposer 
sells are of the same general character as those used by the 
applicant in its electrical refrigerators, therefore, the use of this 
mark upon the latter goods is likely to cause confusion. 

In his decision, after stating that the testimony establishes that 
the opposer had used its mark upon its goods for many years prior 
to the adoption of the mark by the applicant, the First Assistant 
Commissioner said: 


It is in evidence and not disputed that the applicant uses its mark 
upon electric refrigerators and upon parts of them, especially upon the 
“freezing unit” which it manufactures. It is fully established and admitted 
that electric refrigerators which the applicant sells use electric motors, 
thermostatic controls, and separate coils. These electrical elements are 
included in the goods manufactured and sold under this trade-mark by 
the opposer. It is not shown that the opposer sells electric refrigerators. 
In view of the fact, however, that some of the electrical elements that 
opposer sells are of the same general character as those used by the 
applicant in its electric refrigerators, it is considered clear enough the 
goods of the respective parties overlap and that confusion in trade is quite 
probable. 


With reference to the applicant’s argument that, in view of the 
fact that the term “Mohawk” has been registered many times for 
other goods, the opposer’s right must be restricted and that the 
goods of the respective parties should, therefore, be held to possess 
different descriptive properties, he said: 


It is believed, however, that the real question at issue is whether there 
would be confusion in trade if this same mark appeared upon the goods 
of the respective parties in the same market; and if this is answered in 
the affirmative, the prior registrations to other parties need not be further 
considered. 


And then after pointing out the distinction between the facts 
of this case and those in the case of Williams Oil-O-Matic Corpora- 
tion v. Westinghouse Electric & Mfg. Co., 62 F. (2d) 378; 430 
O. G. 628, 20 C. C. P. A. (Patents) 775 [23 T.-M. Rep. 29], he 
said: 


It must be held the goods of both parties possess the same descriptive 
properties and belong to the same class as these terms have been construed 
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by the Court of Customs and Patent Appeals in the cases relied upon by 
the Examiner of Interferences and by the opposer in its brief.* 


CoRRECTION 


Paragraphs 6 and 7 of the digest in the case of International 
Silver Company v. Oneida Community, Ltd., which appeared at 
page 491 et seg. of our December, 1933 issue, should be corrected 
to read as follows: 


Unram Competirion—Deceprive ADVERTISING—GENUINE “ROGERS” oN SIL- 
VERWARE. 

Where, after plaintiff's conduct had for many years amounted to 
acquiescence in the use by defendant of the name “Rogers” as a trade- 
mark for silverware, such right of defendant having been lawfully con- 
veyed to it by its predecessor, Wm. A. Rogers, Ltd., held that plaintiff 
had no right in its advertising or otherwise to state that it was the 
only maker of genuine “Rogers” silverware, and that both parties should 
be enjoined from using the word “genuine.” 

Unram Competirion—“OrnIGINAL RoGers” ON SILVERWARE. 

Inasmuch as the words “Original Rogers” were used on silverware 
both by the defendant and by others at the same time that they were 
used by plaintiff on similar goods, held that the plaintiff should be en- 
joined from stating that it was the only maker of real “Rogers” goods, 
except the “Rogers” goods made by defendant as successor of Wm. A. 
Rogers, Ltd., or only the statement as qualified to show that defendant 
has the right to designate certain of its goods as “Rogers” goods. 


*Earl H. Rollinson v. All-American Mohawk Corporation, Opp. No. 
11,633, 159 M. D. 146, November 24, 1933. 


























UNITED STATES TRADE-MARK ASSOCIATION 


ITS SERVICES TO MEMBERS 


The Association is a membership corporation, conducted with- 
out profit, and includes in its membership the leading trade-mark 
owners in the United States, besides a number in Canada and 
European countries. 

FULL MEMBERSHIP in the Association is limited to owners 
of trade-marks. Attorneys and others interested in trade-mark 
matters are eligible to ASSOCIATE MEMBERSHIP, which 
entitles them to the monthly Bulletin and information service. 

During fifty years of its existence, it has accumulated the most 
complete library and files of information on trade-mark matters 
to be found anywhere in the world. Its monthly Bulletin, sent 
to members, covers current legislation or litigation of interest 
throughout the world, Its readers always know where they stand 
on their trade-mark problems. 

We furnish reliable information to members or counsel on 
any question of trade-mark adoption, protection or use. We do 
not give legal advice, or discharge the duties of an attorney or 
counsel. 

We list and index trade-marks of members advising them of 
special conditions or changes in the law affecting their trade- 
marks in any country where registered. 

We receive regularly the official publications of all foreign 
countries, listing trade-mark registrations or applications. These 
are carefully read to detect marks that infringe those of our 
members. Prompt notice of such cases is given. Over thirty 
periodicals are examined each month for that purpose. 

We file, record and publish in the Bulletin trade-mark slogans, 
in use by members, thereby affording a record of the members’ 
use and claim. 

All searches in our own records are without cost to members. 
Searches in other records, official or unofficial, are furnished 
at cost. 

We have facilities for investigating any question of fact affect- 
ing a trade-mark, as whether a mark is in use and on what goods, 
when it was first used, whether infringing goods are on sale in 
any market, and by whom. These investigations are conducted 
for members at actual cost, usually nominal. 

We can furnish promptly copies of court opinions in cases of 
trade-marks or unfair competition, in typewritten form at the 
cost of typing. 

Our facilities for arbitrating disputes affecting trade-marks 
are discussed at length in the Bulletin of January, 1929. 

Proposed legislation on the subject of trade-marks receives 
the constant and careful attention of the Association. The 
organization has been of inestimable value to trade-mark owners 
in promoting proper legislation and opposing what is harmful. 

In foreign countries, as well as in the United States, the Asso- 
ciation has secured the enactment or amendment of laws in 
important instances. We should be glad to send on request an 
issue of the Bulletin detailing our work in this last particular. 
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